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REMARKS 

At the outset, the Examiner is thanked for the thorough review and consideration of the 
pending application. The Office Action dated October 30, 2007 and the Office Communication 
dated August 1, 2008 have been received and their contents carefully reviewed. Applicants 
submit this Supplemental Amendment, which replaces the Amendment filed April 30, 2008. 

Claims 2 and 1 1 are hereby amended. Claims 14-15 are hereby added. No new matter 
has been added. Accordingly, claims 1-15 are currently pending. Reexamination and 
reconsideration of the pending claims are respectfully requested. 

The Office Action states that Applicants have not filed a certified copy of the 02/10008 
application as required by 35 U.S.C. § 1 19(b). Applicants submit that the present application is a 
national phase application of PCT application No. PCT/FR2003/002456, filed August 4, 2003, 
which claims the benefit of French Patent Application No. 02/100008, filed August 6, 2002. A 
certified copy of the 02/10008 application was filed with the International Bureau as evidenced 
by the attached copy of Form PCT/IB/304. 

The Office Action rejects claims 2 and 1 1 under 35 U.S.C. § 1 12, second paragraph, as 
being indefinite. Applicants have amended claims 2 and 1 1 and added claims 14-15 to more 
clearly define the subject matter. Applicants, therefore, respectfully request withdrawal of the 
rejection. 

The Office Action rejects claims 1-5, 7, and 8 under 35 U.S.C. § 103(a) as being obvious 
over U.S. Patent Application Publication No. 2002/0172850 to Asano et al. (Asano) in view of 
U.S. Patent No. 5,789,521 to Marrocco et al. (Marrocco), Applicants respectfully traverse the 
rejection. 
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As required in M.P.E.P. § 2143.03, in order to "establish prima facie obviousness of the 
claimed invention, all the limitations must be taught or suggested by the prior art." The 
combined teaching of Asano and Marrocco fails to teach or suggest each and every element of 
claims 1-5, 7, and 8, and thus, cannot render these claims obvious. 

Claim 1 recites, "a polymer, the skeleton of which consists of at least one phenylene 
repeating unit of formula (I) . . . and ... at least one phenylene repeating unit of formula (II)." 
Asano does not disclose a phenylene repeating unit of formula II. Therefore, it cannot disclose a 
polymer consisting of both a phenylene repeating unit of formula I and a phenylene repeating unit 
of formula II. Similarly, Marrocco does not describe a phenylene repeating unit of formula 1. 
Therefore, it cannot possibly teach a polymer consisting of both a phenylene repeating unit of 
formula I and a phenylene repeating unit of formula II. 

Furthermore, in a recent chemical case, the Federal Circuit held that "in case[s] involving 
new chemical compounds, it remains necessary to identify some reason that would have led a 
chemist to modify a known compound in a particular manner to establish prima facie 
obviousness of a new claimed compound," and "[t]he test for prima facie obviousness for 
chemical compounds is consistent with the legal principles enunciated in KSR." Takeda 
Chemical Industrial Ltd, v. Alphapharm PTY, Ltd, 83 USPQ2d 1169, 492 F.3d 1350, 1356- 
1457, emphasis added. Even if the disclosure of Asano and Marrocco could be combined so as 
to teach the afore-mentioned claim limitation, the Office Action still fails to identify a practical 
reason why one of ordinary skill in the art would have combined Marrocco and Asano. 

The Office Action states "Asano et al. and Marrocco, III et al. are combinable as they are 
concerned with the same field of endeavor, namely phenylene polymers." Office Action, page 4, 
lines 5-6. Applicants respectfully disagree. "Phenylene polymers" is a very broad subject, and 
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the fact that Marrocco and Asano both disclose phenylene polymers does not put them in the 
same field of endeavor. The polymers of Asano and the polymers of Marrocco are synthesized 
and used for completely different purposes. Asano "relates to a polymer electrolyte membrane 
and to a solid polymer electrolyte fuel cell using the same." Asano, ^ 0002, emphasis added. 
The polymers described in Marrocco can "be used as self-reinforced engineering plastics, can be 
used in combination with flexible coiled polymer binders for the preparation of high tensile 
strength molecular composites and can be used as matrix resins for fiber-containing composites ." 
Marrocco, column 1, lines 21-25, emphases added. The polymers disclosed in Asano facilitate 
the flow of charged particles and the production of power in a fiiel cell; they have nothing to do 
with strengthening and/or reinforcing plastic material. In contrast, the polymers disclosed in 
Marrocco involve reinforcing and/or strengthening materials; they have nothing to do with 
electrical conduction, power generation or fiiel cells. Stated simply, the polymers disclosed in 
Asano and the polymers disclosed in Marrocco serve completely different purposes and solve 
completely different problems. Therefore, one of ordinary skill in the art would have had no 
reason to combine the polymers disclosed in Asano with the polymers disclosed in Marrocco. 

Accordingly, claim 1 is allowable over the combined teaching of Asano and Marrocco. 
Claims 2-5, 7, and 8, and newly added claims 14-15 variously depend from claim 1. They are 
also allowable for at least the same reasons as claim 1 , Applicants, therefore, respectfully 
request withdrawal of the rejection of claims 1-5, 7, and 8. 

The Office Action rejects claims 1-5, 7, and 8 under 35 U.S.C. § 103(a) as being obvious 
over Marrocco in view of PCT Application Publication No. WO 01/70858 to Chamock et al. 
(Charnock). Applicants respectfully traverse the rejection. 
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Claim 1 recites, "a polymer, the skeleton of which consists of at least one phenylene 
repeating unit of formula (I) . . . and ... at least one phenylene repeating unit of formula (II)." 
Marrocco does not disclose a phenylene repeating unit of formula I. Therefore, it cannot disclose 
a polymer consisting of both a phenylene repeating unit of formula I and a phenylene repeating 
unit of formula 11. Charnock does not disclose either a phenylene repeating unit of formula I or a 
phenylene repeating unit of formula II. Accordingly, the combined teaching of Marrocco and 
Charnock fails to teach every element of at least claim 1. Claim 1, therefore, is allowable over the 
combined teaching of Marrocco and Charnock, Claims 2-5, 7, and 8, and newly added claims 
14-15 variously depend from claim 1, and are also patentable over the combined teaching of 
Marrocco and Charnock for at least the same reasons as claim 1 . Applicants, therefore, 
respectfully request withdrawal of the rejection of claims 1-5, 7, and 8. 

The Office Action rejects claims 6, 9, and 10 under 35 U.S.C. § 103(a) as being obvious 
over Asano in view of Marrocco^ and further in view of U.S. Patent No. 6,025,092 to Doyle et al. 
{Doyle), Applicants respectfully traverse the rejection. 

As discussed, claim 1 is allowable over the combined teaching of Asano and Marrocco. 
Doyle fails to cure the afore-mentioned deficiencies in of Asano and Marrocco, In fact, Doyle is 
only cited for its teaching of the pendant acid. Office Action^ page 5, lines 28-29. Further, Doyle 
relates to polyethylene, which is different from phenylene recited in claim 1 . Accordingly, claim 
1 is allowable over the combined teaching of Asano, Marrocco, and Doyle, Claims 6, 9, and 10, 
which variously depend from claim 1, are also allowable for at least the same reasons as claim 1. 
Applicants, therefore, respectfully request withdrawal of the rejection of claims 6, 9, and 10. 

The Office Action rejects claims 1 and 1 1 under 35 U.S.C. § 103(a) as being obvious 
over Polymer Preprints, ACS 40(2): 567-568 to Bloom et al. (Bloom) in view of Charnock. 
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Applicants respectfully note that the Office Action only discusses the rejection of claim 1 1 and 
fails to address the rejection of claim 1 . Therefore, the rejection of claims 1 and 1 1 appears to be 
flawed. Nevertheless, Applicants respectfully traverse the rejection of claims 1 and 11. 

Again, claim 1 recites, "a polymer, the skeleton of which consists of at least one 
phenylene repeating unit of formula (I). . . and ... at least one phenylene repeating unit of formula 
(II)." Bloom fails to teach or suggest at least these elements of claim 1. Bloom does not disclose a 
phenylene repeating unit of formula I. Therefore, it cannot disclose a polymer consisting of both 
a phenylene repeating unit of formula I |uid a phenylene repeating unit of formula II. Charnock 
fails to cure the deficiency in Bloom with respect to claim 1 . Charnock is cited for allegedly 
"teaching the functional group as being on the claimed acids." Office Action, page 6, lines 17- 
19. Charnock does not disclose either a phenylene repeating unit of formula I or a phenylene 
repeating unit of formula II. Accordingly, claim 1 is allowable over the combined teaching of 
Bloom and Charnock. Claim 1 1, which depends from claim 1, is allowable for at least the same 
reasons as claim 1. Applicants, therefore, respectfully request withdrawal of the rejection of 
claims 1 and 1 1 . 

The application is in condition for allowance. Early and favorable action is respectfully 
solicited. If for any reason the Examiner finds the application other than in condition for 
allowance, the Examiner is requested to call the undersigned attorney at (202) 496-7500 to 
discuss the steps necessary for placing the application in condition for allowance. All 
correspondence should continue to be sent to the below-listed address. 

If these papers are not considered timely filed by the Patent and Trademark Office, then a 
petition is hereby made under 37 C.F.R. § 1.136, and any additional fees required under 37 
C.F.R. § 1 .136 for any necessary extension of time, or any other fees required to complete the 
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filing of this response, may be charged to Deposit Accovint No. 50-091 1 . Please credit any 
overpayment to deposit Account No. 50-091 1 . A duplicate copy of this sheet is enclosed. 



Dated: August 5, 2008 



Respectfully submitted, 




A^Mat^R. Kresloff 



Registration No.: 42,766 
MCKENNA LONG & ALDRIDGE LLP 
1900 K Street, N.W. 
Washington, DC 20006 
Attorney for Applicants 



Attachments 



12 



DC:50542785.1 



PCT/FR03/02455 



TRAITE pE CQQf ERATinKi EM MATIERE DE BREVETS 



PGT 



3f me^uDobteur Lance 
NOJ1FIGAHQN RELATIVE ■ ' ^ 



BRiVATOME 



^ o LtC. 20Qa 



E)<p6(;liteur : ie BUREAU INTERNATIONAL 



A LA PRESENTATION OU A LA TRANSMISSION 
DU DOCUMENT DE PRldRftE 

(instruction administrative 411 d.u PCT) 



Date d*exp6dction (jour/mois/ahnde) 
08 dteemtiire 2003 (08.12.03) 



Oe stihataire: 



GUERRE, Fablen 
c/o Brevatone 

3, rue dii Docteur Lancereaux 

F-75008 Paris 

FRANCE 



R6f6ren68 du dossior du dftpoaant ou du mandatalre 
B 14132.3 FG , 


NOTlHCAtlOlSl IMPORTANTE 


Demande intemationale no 
^ PCjr/FR03/02455 


pate du d6p6t International Gour/mois/ann6e) 
04 aoOt 2003 (04.08.03) 


Pate do pubJloatlbn international^ (jour/moi^annde) 
Pas encore pubilde 


bate de prioriti Gour/mois/ann^ej 
06 aoOt 2002 (Otf.08.02) 


D6pb8ant ' » * 

COMMISSARIAT A L'ENERGIB ATOMIC . 





La date de rdoepljion (saUf lorsque lea lettres '''NR" flgurent dans la colonne de droite)' par Ie Bureau International du ou des ■ 
doduments de prlprltd dorraspondant d la ou au^ demandes 6nurn6r6es. ci-apr^s est notifl6e au d^ppsant Sauf indication 
obritralre cofislstant en lin asrt^rlsque figurant d odt6 d^One date de r6oeptipn^ pu las lettres "NR'\ dans la cbjonne de droite, 
Ie dbburnejit de pr(orit6 en quesdbn a 6t6 pr6aehtd ou transrnis au Bureau international d*urie manidre conforme h ta 
rdgle17.1.a)oub). 

Ce fbrmMlalre met d Jour et remplace tout^ notifloation relativia d prfisentation ou d la tran^rnj/^JBion du document de priority 
qui a 6t6 envoy6e pr6o6deniment. 



u^ppument de priprlt6 pr68ent6 
ce oas, Pattention du 



3. Un ast6risque<*) figgrant d odt6 d*une date de reception dans la colonne de drofta signale ^ 
ou transnils au Bureau inrtematibnal mals de manidre non conforme d la r^gle 17.1.a) ou b)! 

d6posant est appel^ sur la r^gte 17.1.o) qui stipule qu'aucun office d,6s(on6 ne peut d6oidar de ne pas tenlr oompte de la 
reyendlcation da prlont6 avant'd'avpir donn6 au dftposant la poaiaibllitd de remettre Ie document de priority dans un d6lal 
raisonnable en i'espdoe. 

4. Les lettres "NRT* figurant dans la colonne de droite slgnalent un document de priority que Ie Bureau International n'a pas 
re^u ou que te depose nt n'a pas demand^ A roffice r6cepteur de preparer et de transmetti-e au Bureau international, 
oonformdment ^ la r^ie 17.1.a) ou b), respieotiVement Dans ce cas« rattention du d^posant est appeI6e sur la rdgla 17.1.c) 
qui stipule qu'aucun office d6signd he' peut d^bld^er de ne pas tenlr compte c^e la revendicatioh de priority avant d'avoir donn6 
au ddposant la po88ibiiit6 de remettre le document de priont6 dans un d6fai raisonnable en I'espdce. 



Pate tig Priority Pflmflndg do prforltfi n • 

06 aoQt 2002 (06.08.02) 02/10008 



Pava. office regional ou 

Qffiw r^cgptgursQlgn Ib PCT 
FR 



Date de rfecaotion du 

ciQQtimein de prigrrt6 
10 nova 2003 (10.11.03) 





Bureau inteniaflonal rQMPI 
34k chemih des Colombdtes 
1211 GenAva 20, Suisse 

no d0 t6l6copiaur: (41 -22) 338 J1 .40 


Fonotionnaire autoris6: 

Richard FORAX; (Fax : 338 89 75) 

no de t6l6phone: (41^22) 338 8199 



Formulaire PCT/IBy304 aulllet 1998) 



006Q06280 




PCT/FR0 3 / O 24 5 5 



INSTITUT 
NAnOHAL DB 
LA raOPKIBTI 
INDttSTBIILLB 



REC'D 1 0 NOV 2003 



BREVET D'INV'KtWeN 



CERTIFICAt D'UTILire - CERTIFICAT D'ADDITION 



COPIE OFFICIELLE 

Le Directeur general de I'lnstitut national de la propri^te 
mdustrielle certifie que le document ci-annexS est la cople 
certlfi6e conforme d'une demande de titre de propri6t6 
industrlelle d^pos^e ^ I'lnstitut. 

Fait d Paris, le_ 0 3 Hill .2003 



DOCUMENT DE PRIORmg 

PRfiSENrt OU TRANSMIS 
CONFORM6MENT A LA 
RfeaLE17.1.a)OUb) 



Pour le OlrectBur gta6ral de Tlnstttut 
national de la propridtt industrlelle 
Le CM du Mpatement des brcMets 




Martina PLANCHE 



2S nM di Sitnl Pitmbsws 
' 7S80Qi>MaSc«te08 
MATIOHAL DB TWphoni : 33 Ml 53045304 
L* PBOPBIETB TWeQ|rii:33(0)193044529 
INDUSTBIELLB wmmJUi^ 

ETAfimSEMENT PU8UC NATIONAL OtU PAN U LOI N* «tW 00 19 AYMl tUi 



